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Dear Sir; 

Applicant requests review of the final rejeetions prior to filing a brief iii tlais matter. 
THE INVENTION 

The invention as defined by independent claim 1 (and claims 2-16 dependeni thereon) is 
directed to a process for the manulacturing ol'a decorative surface element with surface structure. 
The element comprises a core material comprising particleboard or fiberboard; a decorative surface 
layer and a protective upper wear layer. At least one of the decorative surface layer and wear layer 
comprises a thermosetting resin. The process comprises the steps of providing an upper surJace of 
the core material with a siuface stmcture; applying a decorative surface layer on top of the surface 
structure core; applying a protective wear layer on the decorative surface layer; and, pressing flie core 
material, tl;e decorative layer and wear layer " under mcrcascd pressiu'c and temperature in a laminate 
press so that resin cm-es and the different layers are bonded to one another" . 

Claims !-fi and 11-16: stand rejected under 35 Lf.S.C. 103 (a) as being unpalctnable over 
Chen et al (U.S. Pubhcation 2004/0086:678Al) in view of Chen et al. (U.S. Patent 6, 617, 009). 



Claims 7-10 stand rejected under 35 U.S.C. 1 03 (a) as being unpatentable over Chen et al. 
'678 as applied to claim 1 above and fijrther in view of Chen et at '009. 

Cimm 13 stand rejected under 3 5 U,S,G. 103 (a) as being unpatentable over Chen etal. •678 
as applied to claim 1 above and further in view of the admitted prior art. 

None of these rejeetions are sustainable by the Board of Appeals for the following reasons. 

THE REJECTION QF CLAIMS 1-6 AND 11.16 

Under KSR the Examuier acts as a fapt finder in locating references tliat teach the claimed 
limitations. 

Here, tlie Examiner admits that Chen et al., '678 "does not disclose pressing the layers 
logetlier under increased pressure mid temperature to bond them togetlier and cure the thermosetting 
resin". Although tlie Examiner has cited the Chen et al., '009 Patent ui die statement of the rejection, 
the Examiner does not reiy on Chen et al., '009 in the body of tlie rejection, nor is there any 
allegation Hiat Chen et al., '009 cures the admitted deficiency in Chen et al *678 as not disclosing 
pressing the layers together under increased pressure and temperature to bond them together and cure 
the tliennosetting resin. 

Therefore, whiletiie Examiner states "it would have been obviousto one of ordinary skill in 
tiie art at the time the invention was made to use a platen press with increased pressure and 
temperatui-e to cxrre the wear layer while embossing it since the reference Chen et al., '678 "discloses 
using increased pressure and temperature in a press to apply a texture and that texture can be applied 
to the wear layer" there is no evidence in the record supporting the Examiner's conckisionary 
statement of obviousness. The Examiner cites to no evidence to cure the admitted deficiency in the 
Chen el al., '678 teaching and thus, mere conclusionary statements do not establish a prima facie 
case of obviousness in the absent of evidence under KSR. 

THE REJECTIONS OF DEPENDENT CLAIMS 2. 4-6, U, 13 AND 14 

Regarding the specific rejections of dependent claims 2, 4-6, 11, 13 and 14, the Examiner 
funher admits thai "the reference (Chen et al., '678) docs not disclose tliese specific methods of 
applying texture, they appear to be well-known in conventional methods as applicant has not 
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described thcin in any detail, indicating tliat those in the art icnow how to use the devices to perform 

the desired task". 

Applicants dispute the Examiner's self-serving statement. 

Aitenlion is directed lo Lhe paragraph beginning ai line 5 of page 5, extending to the 
penullimate line on page 5, describmg how applictmis apply texture by Die specific methods specilied 
in these claims, Again the Examiner has simply failed in the task of a fact finder to cite any prior art 
to teach the claimed invention. Because tlie Examiner has already admitted that Chen et al., '678 
does not disclose pressing the layers together under increase pressure and temperature to bond them 
together lo cure the thennoseliing resin, the additional defects admitted as to the failure of Chen ct 
al. , '678 in not disclosing specific methods ol' applying texture as specified in dependent claims 2, 4- 
6, 11, 13 and 14^ removes tiie Ghen et al.* '678 reference ftirtlier firom making obvious the claimed 
invention. 

THEmEJECTIQN OF CLAIMS l-ld 

Initially, the Examiner concedes that Chen et al '678 does not disclose the decorative layer or 
the wear layer being paper, i.e, cellulose impregnated with resin". (It is presumed tliat Chen et al 
"678 also still fails to disclose pressing the layers together imdermcrease pressure and temperature to 
bond them together and cure the thermosetting resin) as conceded with regards to the rejection of 
claims 1-6 and 11-16 (upon which dependent claims 7-lOareuitunately dependent), llierefore, even 
assuming arguendo, that Chenetal '009 disclose a flooring material having a decorative layer made 
of urea formaldehyde impregnated paper and the wear layer is made of the same thing, that proposed 
combination still does not establish a prima facie case obviousness for the claimed invention because 
the Examiner simply fails to address th^ limitation of the claims which the references coneededly 
lack. 

THE REJECTIQM OF CLAIM 13 

Claim 1 3 stands rejected under 35 U.S.C. 103 (a) as being unpatentable over Chen ct al. '678 
as applied to claim 1 above and further in view of the "admitted prior art". It is still presumed that 
the Examiner is not withdrawing his admission that the Chen et al. '678 reference "does not disclose 
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pi-Kasing the layers togeiher under increased pressure and temperature to bond them logeilier in cure 
of the thermosetting resin" as specified in independent claim 1, upon wiiicii claim 13 is dependent. 

Thus, by statute (35 U.S.C. 112, fourth paragraph) all tlie limitations of claim 1 also appear in 
claim 13, 

The Examiner further concedes tliat Chen etal '678 "cited above does not disclose using a 
press foil to apply a design". However, claim 13 does not merely recite using a press foil to apply a 
design but rather specifiedly recites "a press foil provided with a microstrueture is arranged on top 
of the wear layer during the pressing". Tims, the Examiner should have properly addressed his 
concession that Chen et al '678 cited above ■"docs not disclose using a press foil provided with a 
microstructm-e arranged on top of the vveai- layer during the pressing. 

Tluis, the so called "admitted prior art" only states that it is laiovm to usepress foils (page 1 . 
penultimate line). Thus, whether it would have been obvious to one of ordinary skill in the ai-t at the 
time die invention was made to use a press foil to apply texture to the wear layer, tliere is still no 
evidence that press foils with n^icrostructures have been applied in the manner specified in the 

claims. 

CONCLUSION 

ThuSj for all of the foregoiiig reasons^ applicants 
simply failed as a fact finder to even attempt to locate relevant prior art references teaching the 
limitations specified in the elaims on appeal which the Examiner concedes are missing from the 
disclosure of the cited references. As no prima facie case can be established by these rejections, 
going forwai'd to the Board of Appeals would be an undo delay to applicants because on tlieir face, 
the rejections as so faulty because the Examiner concedes that so many pails of the claimed 
inventipii are missing from the cited references and cites no references teaching those missing 
features, tlie rejection, on its face, fails to establish a prima facie case of obviousness for tiie claimed 
invention. 
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The Direetor is hereby authorized to Gharge any deficiency in the fees filed, asserted to be 
filed or which should have been filed herewith, or credit any oyerpayment, to our Deposit Account 
^fo, 14-1437, uflder Order No. 8. 



Dated: November 4, 2009 



Respectfiilly submitted, 




Thoihas P. Pavelko 

Registration No.: 31,689 

NOVAE DRUCE & QUIGO LLP 

Correspondence Customer Number: 74217 

1300 1 Street, NW 

Suite 1000 West Tower 

Washington, DC 20005 

202-659-0100 telephone 

202-659.0105 fax 

Attomey for Applicant 
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